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The Japanese references cited in the information disclosure statement of 9 March 2006 
have been considered with respect to the provided EngUsh abstracts. It is noted applicants have 
given the application number for these references, not the publication number. 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application. Application No. 60/489,697, fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 1 12 
for one or more claims of this application. 

The provisional application only teaches producing manganese substituted cobalt ferrites 
having the formula CoMnxFe2.x04, where x is 0-1 and Coi.yMnyFe204, where y is 0-0.8, by 
mixing powdered oxides of iron, cobalt and manganese, pressing the mixed powders, calcining 
the pressure body at lOOO^C in air fir 24 hours, ball milling the calcined material to a size less 
than 38 microns, recalcining at lOOO^C in air fir 24 hours, remilling to less than 38 microns, 
mixing, shaping the mixed powders, sintering the shaped articles at 1350®C for 24 hours in air 
and cooling the body by air quenching. Thus the provisional application does not provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112 
for claims 5-14, for the embodiments of claim 1 where M is Cr, Zn, Al, Cu, any mixtures thereof 
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and the combination of any of these metals with manganese, for the ranges in claim 1, the use of 
carbonates in the process of claim 1 and for the range of greater than 0.8 to about 0.95 in claim 4. 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: Reference number 
708 in figure 7. Corrected drawing sheets in compliance with 37 CFR 1. 121(d), or amendment 
to the specification to add the reference character(s) in the description in compliance with 37 
CFR 1.121(b) are required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each drawing 
sheet submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the appUcant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

The disclosure is objected to because of the following informalities: Page 8 defines 
aluminum as a transition metal. This definition is counter to all accepted chemical definitions of 
"transition metal" since aluminum does not meet any of the known definitions of "transition 
metal" which are metals having an incomplete d subshell, metals that can give raise to cations 
having an mcomplete d subshell or are in groups 3-12 of the lUPAC periodic table, which 
correspond to the B Groups in the CAS periodic table. While applicants can be their own 
lexicographer, they cannot define a term completely repugnant to its chemical definition. It is 
noted that zinc meets the second definition and thus applicants' calling zinc a transition metal is 
acceptable. Appropriate correction is required. 
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The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The subject matter of claim 5 and the relative amounts of silver and nickel 
in claim 1 1 are not taught in the specification. 

Claim 6 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim, or amend the claim to place the claim in proper dependent form. 

Claim 6 teaches the metal substituted into cobalt ferrite is a transition metal, which reads 
on any transition metal; but claim 1 teaches the metal substituted into cobalt ferrite is selected 
from the group consisting of Mn, Cr, Zn, Al, Cu and mixtures thereof Thus claim 6 is broader in 
scope than claim 1 and thus does not fiirther limit claim 1 . 

Claims 10 and 1 1 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claims, or rewrite the claims in independent form. 

Claims 10 and 1 1 are directed to produce metal bonded cobalt ferrite composites. Claim 1 
is directed to the process of producing a sintered metal substituted cobalt ferrite body, where the 
is no binder. Thus they are broader in scope than claim 1 and thus do not further limit claim 1. 

Claim 6 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
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The specification teaches cobalt ferrite is substituted with Cr, Mn, Al, Zn, Cu and 
mixtures thereof. This teachings does not provide support for claim 6 which states any transition 
metal is substituted into cobalt ferrite. 

Claims 1 and 6-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 6 is indefinite since it teaches the metal substituted into cobalt ferrite is a transition 
metal, which reads on any transition metal; but claim 1 teaches the metal substituted into cobalt 
ferrite is selected from the group consisting of Mn, Cr, Zn, Al, Cu and mixtures thereof Thus 
claim 6 is broader in scope than claim 1 and thus improperly dependent upon it. 

Claims 1 and 7-9 are indefinite since it defines aluminum as a transition metal. This 
definition is counter to all accepted chemical definitions of "transition metal" since aluminum 
does not meet any of the known definitions of "transition metal" which are metals having an 
incomplete d subshell, metal which give raise to cations having an incomplete d subshell or are 
in groups 3-12 of the lUPAC periodic table, which correspond to the B Groups in the CAS 
periodic table. While applicants can be their own lexicographer, they cannot define a term 
completely repugnant to its chemical definition. 

Claims 10 and 1 1 are directed to produce metal bonded cobalt ferrite composites. Claim 1 
is directed to the process of producing a sintered metal substituted cobalt ferrite body, where the 
is no binder. Thus they are broader in scope than claim 1 and thus are indefinite since they 
improperly depend from claim 1 . 
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The wording of claim 12 makes it indefinite. The claim refers to sintered organically 
bound powder, but the sintering step removes the organic material. The description of the 
claimed mixing, forming and sintering steps in the body of the claims make it difficult to 
understand. It is suggested to rewrite this claim as: 

The niethod of claim 1 further comprising adding an organic binder to the remilled mixed 
powder and wherein the sintering step occurs in air at approximately 1350°C for 24 hours and 
cooling the resulting sintered metal substituted cobalt ferrite in the furnace to about 850°C at a 
cooling rate of about 4^C per hour and the removing the partially cooled ferrite from the fumace 
to room temperature air. 

Claims 2-5, 13 and 14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claim 1, 6-9 and 12 would be allowable if rewritten to overcome the rejection imder 35 
U.S.C. 1 12, second paragraph, set forth in this Office action. 

There is no teaching or suggestion in the cited art of record of producing metal 
substituted cobalt ferrite by the claimed method. There is no guidance in the art for the calcining 
and sintering conditions to produce producing metal substituted cobalt ferrite where the metal is 
Cr, Zn, Al, Cu, mixtures thereof and manganese in combination with at least one of Cr, Zn, Al 
and Cu. While the cited art teaches manganese substituted cobah ferrite, either the calcining 
conditions are outside those claimed with no suggestion to modify the taught temperature and/or 
time so they fall within the claimed ranges (the articles by Fayek et al and Mendonca et al) or the 
sintering conditions are outside those claimed with no suggestion to modify the taught 
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temperature and/or time so they fall within the claimed ranges (the article by Lee et al and U.S. 
patent 2,882,236). , 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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